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The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claim 47 and 49 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 

alternative, under 35 U.S.C. 103(a) as obvious over Gottschalk (WO 94/12572). 

Patentees disclose a composition containing an ABC triblock copolymer with 

incompatible blocks as well as at least one polymer compatible with block "C" (as in 

applicants block "A"). Note Table 1 on p24 for styrene butadiene MMA triblock with 6- 

50% of each block present and for which applicants block copolymer molecular weight 

of 150-200,000 can be calculated based on stoichiometry. Also note that the examples 

use SAN, a styrene based thermoplastic as patentees' component "C". As polymer 

incompatibility is the rule rather than the exception incompatibility of "C" and the resin is 

reasonably assumed. 

When the reference discloses all the limitations of a claim except a property or 
function, and the Examiner cannot determine whether or not the reference inherently 
possesses properties which anticipate or render obvious the claimed invention, basis 
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exists for shifting the burden of proof to applicant. Note In re Fitzgerald et al. 619 F. 2d 
67, 70, 205 USPQ 594, 596, (CCPA 1980). See MPEP § 2112-2112.02. 

Claim 47 and 49 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Auschra et al. (Macromolecules, vol 
26, no. 24, 1993). 

The authors in Table III disclose a blend of styrene-butadine-MMA block 
copolymer of 64-108 number average molecular weight and having 6-48 parts of each 
block present (Table I) blended with 51 and 60% styrene acrylonitrile polymer (Table 
III). The first paragraph in the second column of page 6365 discloses the incompatibility 
of the blocks while the Abstract discloses that the block copolymers are compatibilizers. 
Therefore it can be reasonably be assumed that one block is compatible with the added 
resins and given that the blocks are chemically dissimilar, only one block compatible 
with the resin. 

When the reference discloses all the limitations of a claim except a property or 

function, and the Examiner cannot determine whether or not the reference inherently 

possesses properties which anticipate or render obvious the claimed invention, basis 

exists for shifting the burden of proof to applicant. Note In re Fitzgerald et al. 619 F. 2d 

67, 70, 205 USPQ 594, 596, (CCPA 1980). See MPEP § 2112-2112.02. 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 
418 F.2d 528, 163 USPQ 644 (CCPA 1969). 
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A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1.130(b). 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

Claims 1 9, 47 and 49 are provisionally rejected under the judicially created 
doctrine of obviousness-type double patenting as being unpatentable over claims 1-3, 
5-16, 18-20 and 22-26 of copending Application No. 09/884,108. Although the 
conflicting claims are not identical, they are not patentably distinct from each other 
because the particular combination of species read on those of the instant claims. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Claims 19, 47 and 49 are rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-19 of U.S. 
Patent No. 6,762,245. Although the conflicting claims are not identical, they are not 
patentably distinct from each other because the particular combination of species 
overlap with those of the patent claims. 

Applicant's arguments filed 7-19-05 have been fully considered but they are not 
persuasive. The examiner believes that the purpose of obviousness type double 
patenting where patent term is not cut short id to prevent assignment of an obvious 
variation of the same invention to different parties. In any case there is noting in the 
MPEP which indicates that ODP should not be made where patent terms are not 
disclaimed. 



Application/Control Number: 09/555,672 
Art Unit: 1711 



Page 5 



Any inquiry concerning this communication should be directed to Jeffrey C. Mullis at 
telephone number 571 272 1075. 

Jeffrey C. Mullis 

J Mullis 

Art Unit 1711 

JCM 
9-29-05 




